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EXAMINER'S ANSWER 



This is in response to the appeal brief filed April 5, 201 1 appealing from the Office 
action mailed November 9, 2010. 
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(1) Real Party in Interest 

A statement identifying by name tine real party in interest is contained in tine brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 



Application/Control Number: 10/575,544 Page 3 

Art Unit: 2122 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

Harding et al. (U.S. Publication Number: 2003/01 14288) 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Harding 
et al. (U.S. Publication Number: 2003/0114288). 

As to independent claim 1, Harding discloses a control (e.g., controller 16) for a 
machine for the manufacture of paper padding (e.g., cushioning conversion machine for 
moving the paper material through the machine to create the dunnage material) (see 
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Paragraph [0037] and [0042]), wherein the machine comprises a drive motor (e.g., feed 
motor 24) having a cutting device (e.g., cutting assembly 26) and a shaping device to 
form a piece of padding (e.g., forming assembly 20) from a paper web and to cut it off 
(e.g., cutting the dunnage product) in a desired length (e.g., desired length) (see 
Paragraph [0046] and [0038]), comprising an input means (e.g., keypad button) to input 
a desired length of padding (e.g., particular cut length) (see Paragraph [0046], [0077], 
and [0081]); 

a control unit (e.g., controller 16) (see Paragraph [0037]) having a memory to 
control the drive motor in response to the input means (e.g., microprocessor 48 
provides a signal to the feed motor through the feed motor port to feed material through 
the machine for the appropriate length of time to provide dunnage of the length which 
the operated selected from the keypad; processor 48 uses information to control the 
gear assembly 22 and thus uses this information to control pad lengths as well as to 
determine and store in non-volatile memory 230 the total length of pad produced) (see 
Paragraph [0046], [0077], and [0081]),wherein an activation of the input means (e.g., 
control pad lengths) starts the drive motor and a deactivation of the input means triggers 
a cutting procedure and stops the drive motor (e.g., activation/deactivation signals to the 
feed motor) (see Paragraph [0046] and [0081]) so that the time period of the activation 
of the input means corresponds to the length of padding produced (e.g., length of time 
that equates to inches of dunnage material) (see Paragraph [0046]-[0049]), and wherein 
the control unit (e.g., control pad lengths) (see Paragraphs [0046] and [0081]) 
automatically stores said length of padding produced in the memory on deactivation of 
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the input means (e.g., activation/deactivation signals to store in the non-volatile memory 
the total length of pad produced) (see Paragraph [0081]) and makes it available for a 
further call up upon momentary activation of said input means (e.g., paper usage as 
well as other information stored in the non-volatile memory 230 may be made available 
for display when desirable) (see Paragraph [0077]) such that the length of padding just 
produced is automatically reproduced on request (e.g., microprocessor 48 then waits for 
the next key on the keypad to be depressed and repeats the process to produce the 
length of dunnage corresponding to the key depressed) (see Paragraph [0046]-[0049]). 

As to independent claim 14, Harding discloses a machine for the manufacture 
of paper padding (e.g., pads produced by machine) (see Paragraph [0071]), comprising: 
a drive motor (e.g., feed motor 24) having a cutting device (e.g., cutting assembly 
26) and a shaping device (e.g., forming assembly 20) to shape a piece of padding from 
a paper web and to cut it off (e.g., cutting the dunnage product) in a desired length (e.g., 
desired length) (see Paragraph [0046] and [0038]); and 

a control (e.g., controller 16) (see Paragraph [0037]) comprising: 

an input means (e.g., keypad button) to input a desired length of padding 
(e.g., particular cut length) (see Paragraph [0046], [0077], and [0081]); 

a control unit (e.g., controller 16) (see Paragraph [0037]) having a memory 
to control the drive motor in response to the input means (e.g., microprocessor 
48 provides a signal to the feed motor through the feed motor port to feed 
material through the machine for the appropriate length of time to provide 
dunnage of the length which the operated selected from the keypad; processor 
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48 uses information to control the gear assembly 22 and thus uses this 
information to control pad lengths as well as to determine and store in non- 
volatile memory 230 the total length of pad produced) (see Paragraph [0046], 
[0077], and [0081]), wherein an activation of the input means (e.g., control pad 
lengths) starts the drive motor and a deactivation of the input means triggers a 
cutting procedure and stops the dhve motor (e.g., activation/deactivation signals 
to the feed motor) (see Paragraph [0046] and [0081]) so that the time period of 
the activation of the input means corresponds to the length of padding produced 
(e.g., length of time that equates to inches of dunnage material) (see Paragraph 
[0046]-[0049]), and wherein the control unit (e.g., control pad lengths) (see 
Paragraphs [0046] and [0081]) automatically stores the length of padding 
produced in the memory on deactivation of the input means (e.g., 
activation/deactivation signals to store in the non-volatile memory the total length 
of pad produced) (see Paragraph [0081]) and makes it available for a further call 
up upon momentary activation of said input means (e.g., paper usage as well as 
other information stored in the non-volatile memory 230 may be made available 
for display when desirable) (see Paragraph [0077]) such that the length of 
padding just produced is automatically reproduced upon request (e.g., 
microprocessor 48 then waits for the next key on the keypad to be depressed 
and repeats the process to produce the length of dunnage corresponding to the 
key depressed) (see Paragraph [0046]-[0049]). 
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As to dependent claim 2, Harding teacties a control in accordance with claim 1 , 
wherein the stored length of padding can be called up by an actuation, in particular a 
brief actuation, of the input means or of a further input means from the memory (e.g., 
paper usage as well as other information stored in the non-volatile memory 230 may be 
made available for display when desirable) (see Paragraph [0077]), with the 
manufacture of at least one further piece of padding being triggered automatically in the 
called up length on the call up of the length of padding (e.g., length of pads) (see 
Paragraph [0071] and [0086]). 

As to dependent claim 3, Harding teaches a control in accordance with claim 1 , 
wherein the input means is an individual switch (e.g., foot switch) or push button (e.g., 
keypad buttons) (see Paragraph [0046] and [0053]); and 

wherein an input pad (e.g., keypad) is provided in addition to the switch or push 
button (e.g., foot switch) with which desired lengths of padding can be input into the 
control and/or can be called up out of the control, with the manufacture of at least one 
piece of padding being triggered automatically in the called up length on the call up of a 
length of padding (e.g., length of each pad) (see Paragraph [0046] and [0053]). 

As to dependent claim 4, Harding teaches a control in accordance with claim 3, 
wherein it permits a directly sequential call up of a respective length of padding with the 
switch or the push button (e.g., foot switch), on the one hand, and with the input pad 
(e.g., keypad), on the other hand, without a further input means of the control having to 
be actuated between these two call ups (see Paragraph [0046] and [0053]). 
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As to dependent claim 5, Harding teacties a control in accordance with claim 3, 
wherein at least one additional switch or push button (e.g., foot switch; keypad buttons) 
is provided on whose actuation a standard length of padding stored in the memory is 
called up, with the manufacture of at least one piece of padding being triggered 
automatically in the called up length on the call up of the length of padding (e.g., length 
of each pad) (see Paragraph [0046] and [0053]). 

As to dependent claim 6, Harding teaches a control in accordance with claim 1 , 
wherein a display device is provided (e.g., display; view in real-time) (see Paragraph 
[0077], [0071] and [0013]); and 

wherein, when the control is switched on for the first time, a standard length of 
padding stored in the memory is displayed which can be called up by a further input 
means (e.g., display 54) (see Paragraph [0077]), with the manufacture of at least one 
piece of padding being triggered automatically in the called up length on the call up of 
the length of padding (e.g., length of pads) (see Paragraph [0071] and [0086]). 

As to dependent claim 7, Harding teaches a control in accordance with claim 1 , 
wherein it has a mode (e.g., mode selection switch 52) (see Paragraph [0045]) in which 
a combination of the desired number and of the desired length of the pieces of padding 
to be produced can be at least one of stored and called up (e.g., required number and 
lengths of pads as determined by a look-up table) (see Paragraph [0086]). 

As to dependent claim 8, Harding teaches a control in accordance with claim 1 , 
wherein an input means (e.g., keypad button) is provided with which a continuous 
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manufacture of pieces of padding in tfie stored lengtfi of padding can be activated (e.g., 
length of each pad) (see Paragraph [0046]). 

As to dependent claim 9, Harding teaches a control in accordance with claim 3, 
wherein the individual switch or push button (e.g., foot switch), the input pad (e.g., 
keypad) and an input means (e.g., keypad button) for the activation of a continuous 
manufacture (see Paragraph [0046] and [0053]) are input means of equal priority for the 
call up of a length of padding, with the manufacture of at least one piece of padding 
being triggered automatically in the desired length on the call up of the length of 
padding (e.g., length of each pad) (see Paragraph [0046] and [0053]). 

As to dependent claim 10, Harding teaches a control in accordance with claim 
1 , wherein a selection switch (e.g., mode selection switch 52) is provided with which a 
plurality of memory locations can be selected in the memory in which a produced length 
of padding can be stored automatically, with the associated stored length of padding 
being produced in dependence on the position of the selection switch (e.g., mode 
selection switch 52), in particular on the activation of the input means (see Paragraph 
[0045]). 

As to dependent claim 11 , Harding teaches a control in accordance with claim 
10, wherein a further input means (e.g., foot switch; keypad buttons) is respectively 
associated with the plurality of memory locations to call up a length of padding stored at 
the respective memory location (see Paragraph [0046] and [0053]), with the 
manufacture of at least one piece of padding being automatically triggered in the called 
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up length on the call up of the length of padding (e.g., length of each pad) (see 
Paragraph [0046] and [0053]). 

As to dependent claim 12, Harding teaches a control in accordance with claim 
1 , wherein a sensor is connected to it which detects the forthcoming end of the paper 
web (e.g., lack of paper; presence or absence of dunnage) (see Paragraph [0090] and 
[0047]); and 

wherein the control generates a signal in response to the sensor which in 
particular interrupts a further operation of the machine at least temporarily (e.g., 
machine become inactive) (see Paragraph [0090] and [0047]). 

As to dependent claim 13, Harding teaches a control in accordance with claim 
1 , wherein it has a connector for an electromagnetic coupling of an auxiliary unit (e.g., 
electronic dispensing system), with the control controlling the dhve motor differently in 
dependence on whether the electromagnetic coupling is connected (e.g., mode 
selection switch 52), with the control preferably automatically recognizing whether an 
electromagnetic coupling is connected (e.g., electronic dispensing system) (see 
Paragraph [0045] and [0047]). 

As to dependent claim 15, Harding teaches a machine in accordance with claim 
14, wherein the control is made as a separate operating part which is connected to the 
machine via a cable, wherein a holder is in particular provided at the machine for the 
releasable installation of the control (e.g., cable connection) (see Paragraph [0107]). 
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As to dependent claim 16, Harding teacties a machine in accordance witli claim 
14, wherein a bus system is provided for the transmission of the control signals from the 
control to the machine (e.g., input bus 50) (see Paragraph [0053] and [0061]). 



(10) Response to Argument 

ISSUE: WHETHER CLAIMS 1-16 ARE ANTICIPATED UNDER 35 U.S.C. 
102(e) HARDING ET AL. 

Appellant's Argument 1 : 

Appellant's summary of invention found in Argument section of Appeal Brief: 

Tie iSOB?H>l isjclttdes- m m^^t mtm& smb. m a mnm 1 8, to is|>ut Ih.© -teted Jengifc &t 

Mtiatss I'fee Mve motor sejd ^it:^^ te fsm l4je ptp^ pisddkg. Uptm sifeecp^jit f«l^s« <si 
deacimtim of tk« bxits»a IS^ its f^mml mlt sttop mmm m(i tkm stops ths pt©dwian 

of p^s©P pac^ag md initiates a otJtiiiig pmesdase, C^asasqusatly, tlie MgtJi of time &e 

imidiag p3a»dtsj«4 THm* mj YBsMih Im^ af p^s^ padding may be prodbcei by maeMse 
a?id coKiiOl liislt of ttifi pi^ssat kwsMoa siBce feagSi of f asldtog cm be vsiietl fey 
slnjpiy ^arfiag fe: ti$»e tif d.^?®«sl.sai of kpmi m^mm IB, Fmii6emieir®s Mb sspeet of 
ApiJlkaaf s l«v!ei«i«a is clearly de&ae4 ia das psauida^ pssapapii csf botli dmms I mi 14, l.s. 
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Appellant's first argument: 

mm ^mm. the Harding rtee ^^t^ dl^.es a ma^«e i^otes 
paper paMin|, A|>|jlkaiitt feeiy sctowlMps litai pa^ piddiaig m^ekmes are old. 

Tim Mmdmg tim^lhs Msu discloses a pim'dity of Iwatt^sM v^l^seak ^soh batei 
csas^ssils 10 a di^reat feaglfe of pd&af. la Apiieaaf $ lis^tn&m, hsaweveF, variiljls Isisglhs; 
of p&ddiaf. caa to®: prcsduced s^imply by wymg Hi© (toMloa of dcpsssloa of itipat m&ms 18. 

Examiner's Response 1 : 

The summary of invention as presented in Appellant's arguments (and 
reproduced above for convenience) is very different than what is claimed. The claims 
as written, do not mention " holding the button," "the length of time that the input means 
or push button is suppressed is directly proportional to the length of paper padding 
produced," or "varying the time/duration of depression ." The claims and only the claims 
form the metes and bounds of the invention. Limitations appearing in Appellant's 
arguments but not recited in the claim are not read into the claim. The Examiner has 
full latitude to interpret each claim in the broadest reasonable sense. The arguments 
are not the measure of the Invention, limitations contained therein cannot be read into 
the claims for the purpose of avoiding the prior art; see In re Sprock . 55 CCPA 743, 386 
F.2d 924, 155 USPQ 687 (1968). The words "holding," "suppressed," or "time/duration 
of depression" are nowhere to be found in the claims, and more importantly not found in 
Appellant's specification. 
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See prior art Paragrapli [0046] for "an operator may input the lengtli of each pad 
which she desires the machine to produce by depressing the appropriate key on the 
l^eypad... length of time that equates to inches of dunnage material" to anticipate the 
claimed "length of padding." Under such considerations, the prior art anticipates the 
claims as written. 

Appellant's Argument 2: 



as?iva;SGa of the madtine cauld be vstisd kf a foct switch. F^&simofe, parsgrsph i[004§| 
ijidwtte Ikil the ctiMmg iosm&ty may be setrntsid ujpm. Ms^m: of tkt foot mML 
Cmm^^vtm^ys it aifi^ps^ IbM a v^^hk kt^gtJi of |^dd^£ig sm\ b@ c^iis^ru&t^ with 
Harding dmce. 

'Mm «|>edtoU.y, Mjsa» p^grafiibs dearly teadi tte mkfop£s£;es§0f tm^ jate 

t«a.«hijt| to Hartitog refer«rsce tlsst &s ks^gtfe of ibe paper padding isst jsrocted is jstad m 
memory and Is clearly tesdslsg m tils po«1icfii» or mj poxiim for that mite, of tb« 
Hsrdiag |M€»t ^jissjtScsitioR the Imgife. of paper paddlsg ksst psrodaced may bet lisHaaiitsiidy 

Examiner's Response 2: 

As noted in the previous office action, Examiner is not relying on the "foot switch" 
to anticipate Appellant's "input means." As discussed in the previous office action under 
Status of Claims, Claim Rejections, and Response to Arguments sections, the claimed 
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"input means" is anticipated by tine prior art "l^eypad button," as supported by 
Appellant's Specification, Arguments, and Dependent claim 3. For a prior art example 
of anticipation, see paragraph [0046] where Harding discloses variable length of 
padding can be constructed with a "key on a keypad to be depressed to produce a 
length of dunnage corresponding to the key depressed." 

In response to the allegation that Harding does not teach: 

1 . "length of paper padding last produced is stored in memory," see prior art 
paragraph [0070] for "all information received by the microprocessor 48 may be stored 
in a nonvolatile memory 230 for later retrieval," paragraph [0077] for "keep a running 
total of paper used by the machine in the non-volatile memory 230 by indirectly 
measuring the time that the feed motor is running," and paragraph [0081] for "store in 
the non-volatile memory 230 the total length of pad produced;" and 

2. "length of paper padding last produced may be immediately recalled by a 
momentary activation of the [input means]," see prior art paragraph [0046] for 
"microprocessor 48 then waits for the next key on the keypad to be depressed and 
repeats the process to produce a length of dunnage corresponding to the key 
depressed," prior art paragraph [0070] for "all information received by the 
microprocessor 48 may be stored in a nonvolatile memory 230 for later retrieval," and 
paragraph [0077] for "paper usage, as well as other information stored in the non- 
volatile memory 230 may be made available for display when desirable." 

Even though the prior art anticipates the claims, it is noteworthy to mention, the 
claims use the words "makes it available for..." thereby putting intended use language 
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into tlie claims (e.g., even the arguments avoid a positive limitation by using the words 
"may be"). 

Appellant's Argument 3: 

Mqu ipeelicMlj, iie ibmm of mtke ease is tijst vari^b hmgch piaddisjg jm)* Ij© 
fuaiMacimed by ac-th^liag tie mp-m fm a variaMe p^riosi tet that variabk 
Imglh tmj be lustiatly recallsd stopfete tfee lengils.. This m Mmpiy mt pss^Me m Hs5jxlie|, 
ki Hsrdmg if 3?oa pasli h\Mon^ ym get 12 lisBhes af paddiag r«gs:«tite: «f how fostJi th® 
hmm i& pm\m. Itym wasit to j^spsaiBdly gsodw&& 13 locb paddkig ytm *ifa dimply of iyaL 

Examiner's Response 3: 

Appellant's conclusion is incorrect. "If you want to repeatedly produce 12 inches 
padding you" would simply repeatedly push the button. Examiner agrees the prior art 
teaches "you get 12 inches of padding regardless of how long the button is pushed." 
"How long the button is pushed" is immaterial because it is not a claimed limitation. And 
"the thrust of the entire case" as claimed, is anticipated by the prior art. See for 
example, prior art Paragraph [0046] for disclosure of "variable length may be 
manufactured (e.g., length of dunnage corresponding to the key depressed) by 
activating the input means for a variable time period (e.g., operator pushes button on 
the keypad... signal the feed motor and turn the feed motor on for a length of time that 
equates to inches of dunnage material) and that variable length may be instantly 
recalled to duplicate the length (e.g., waits for the next key on the keypad to be 
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depressed and repeats the process to produce the length of dunnage corresponding to 
the key depressed," as argued. 

Appellant's Argument 4: 

la sliort, daim 3 sai^ k psrt i%m aciiivaCloft oltfee **swidh or pimh ImmT stols ^ M\« motor 
aiiii itetfviJtkas Mggws a anting ojierato so liiM time peaod of the activatlos of its MpM 

pn!dBC«sd''v Hmlfng itapiy ioss mi tmM m S^m& tiiis stntctoe so tbst i5s|ectioii of si tet 
Examiner's Response 4: 

Webster dictionary defines "activation" to mean to set into motion, mal<e active, 
or more active. In other words, activation is NOT a synonym for depression. The 
claims are not limited to the duration of the push, but to the duration of the activation. A 
real life example of "the time period of the activation of the input means" having nothing 
to do with the duration of holding the button, is a doorbell (e.g., ding-dong sound 
activation). See prior art paragraph [0046] for disclosure of "operator pushes button on 
the keypad. ..signal the feed motor and turn the feed motor on for a length of time that 
equates to inches of dunnage material" to anticipate the claimed "time period of 
activation of the input means," and paragraph [0081] for further evidence of 
"activation/deactivation signals to the feed motor." 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or tine Board is identified by tine examiner in tine 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

Tejal Gami 
Patent Examiner 
Art Unit 21 22 

May 3, 2011 

Conferees: 
Kakali Chaki 

/Kakall Chaki/ 

Supervisory Patent Examiner, Art Unit 2122 

Albert DeCady 

/Albert DeCady/ 

Supervisory Patent Examiner, Art Unit 2121 



